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Ri6i!V§3 

egNTRALPAXeiNTgR 

REMARKS/ARGUMENTS JUL 17 

The Examiner continues to reject claims 14 and 29 under 35 U.S.C. 1 01 
asserting the claimed invention is directed to non-statutory subject matter. These 
claims have been amended consistent with the Interim Guidelines for Examination of 
Patent Applications for Patent Subject Matter Eligibility, pages 50-54. For example, on 
page 52 of the Interim Guidelines, it is stated that "a claimed computer-readable 
medium encoded with a data structure defines structural and functional 
interrelationships between the data structure and the computer software and hardware 
components which permit the data structure's functionality to be realized, and is thus 
statutory." See also Software Patents, Gregory A. Stobbs, Sec. 4.03[C][4]. As such, 
applicants submit that claims 14 and 29, as amended, are directed to statutory subject 
matter. 

The Examiner continues to reject claims 1-9, 1.1, 13-24, 26 and 28-30 under 35 
U.S.C. 102(b) as being anticipated by Johnson et al. (U.S. Patent No. 5,761 .420). The 
Examiner also continues to reject claims 10, 12. 25 and 27 under 35 U.S.C. 103(a) 
asserting the claims are obvious having regard to Johnson et al. (U.S. Patent No. 
5,761,420). 

No new arguments have been raised in the final office action. In the Examiner's 
response to applicants' arguments, the Examiner appears to rely quite heavily upon 
applicants' statement that "While Johnson et al pertains to a method and apparatus 
that facilitates the coordinated editing of documents amongst multiple parties" to 
support the notion that Johnson et al. teaches "collaboration" between parties. 
Applicants strongly disagree with this analysis. 

Applicants' use of the above-noted statement, in particular the word 
"coordinated," stems from the discussion in column 2, lines 29 to 33 in which it is clearly 
stated that; 

"This technique of providing document changes remotely may be referred 
to herein as the coordinated maintenance of data, since a single party 
acts as the Driver and one or more other parties, who receive the Driver's 
changes to the document, act as Passengers, in a coordinated fashion." 
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This differs from "collaboration" as set forth on page 3 of the present application. 
The term "collaboration," as. used in this specification, refers to one of a number of 
desktop collaboration application programs, excluding voice, which allow for enhanced 
communication between one or more people via their desktop computers. 
"Collaboration" is more than merely coordinating a series of actions, as is the case in 
the Driver/Passenger relationship of Johnson et al. "Collaboration" relates to a joint 
intellectual effort between parties, ultimately leading to enhanced communication that 
forms the basis for a collaborative work-sharing environment. 

CONCLUSION 

For the reasons detailed above, it is respectfully submitted all claims remaining in 
the application (Claims 1-14 and 16-29) are in condition for allowance. 

Respectfully submitted, 

FAY, SHARPE, FAGAN. 
MINNfCH&McKEE, LLP 

John S. Zanghi. Reg. No. 48,843 
1 100 Superior Avenue. Seventh Floor 
Cleveland, OH 441 14-2579 
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RECEIVED 
CENTRAL FAX CENTER 

ANNEX IV JUL 1 7 2006 

Computer-Related Nonstatutory Subject Matter 

Descriptive material can be characterized as either "functional descriptive - 
materia?' or "nonfunctional descriptive material." In this context, "f\inctional 
descriptive material" consists of data structures and computer programs which impart 
functionality when employed as a computer component (The definition of "data 
structure*' is "a physical or logical relationship among data elements, designed to 
support specific data manipulation functions." The New IEEE Standard Dictionary of 
Electrical and Electronics Terms 308 (5th ed. 1993).) '"Nonfunctional descriptive 
material" includes but is not limited to music, litoraiy works and a compilation or 
mere arrangement of data. 

Both types of "descriptive material" are nonstatutory when claimed as 
descriptive material p^ se . Warmerdam , 33 F,3d at 1360, 3 1 USPQ2d at 1759, When 
functional descriptive material is recorded on some computer-readable medium it 
becomes structurally and functionally interrelated to the medium and will be statutory 
in most cases since use of technology permits the function of the descriptive material 
to be realized Compare In re Lowrv, 32 F,3d 1579, 1583-84, 32 USPQ2d 1031, 1035 
(Fed. Cir. 1994) (claim to data structure stored on a computer readable medium that 
increases computer efficiency held statutory) and Warmerdam , 33 F.3d at 1360-61, 
3 1 USPQ2d at 1 759 (claim to computer having a specific data structure stored in 
memory held statutory product-by-proce$s claim) with Warmerdam, 33 F.3d at 1361, 
3 1 USPQ2d at 1 760 (claim to a data struchxre per se held nonstatutory). 
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When nonfunctional descriptive material is recorded on some computer-readable 
medium, in a computer or on an electromagnetic carrier signal, it is not statutory since 
no requisite ftutctionality is present to satisfy the practical application requirement. 
Merely claiming nonftmctional descriptive material, Le., abstract ideas, stored in a 
computer-readable medium, in a computer, on an electromagnetic carrier sigual does 
not make it statutory. See Diehr . 450 U.S. at 185-86, 209 USPQ at 8 (noting that the 
claims for an algorithm in Benson were unpatentable as abstract ideas because "[t]he 
sole practical application of the algorithm was in connection with the programming of 
a general purpose computer."). Such a result would exalt form over substance. In re 
Sarkar, 588 F.2d 1330, 1333, 200 USPQ 132, 137 (CCPA 1978) ("[EJach invention 
must be evaluated as claimed; yet semantogenic considerations preclude a 
determination based solely on words appearing in the claims. In the jfinal analysis 
under § 101, the claimed invention, as a whole, must be evaluated for what it is,") 
(quoted with approval in AMe, 684 F.2d at 907, 214 USPQ at 687). See also In re 
Johnson. 589 F.2d 1070, 1077, 200 USPQ 199, 206 (CCPA 1978) ("form of the claim 
is ojften an exercise in drafting"). Thus, nonstatutory music is not a computer 
component and it does not become statutory by merely recording it on a compact 
disk. Protection for this type of work is provided under the copyright law. 

When nonfunctional descriptive material is recorded on some computer-readable 
mediimi, in a computer or on an electromagnetic carrier signal, it is not statutory and 
should be rejected under 35 U.S.C. § 101 . In addition, the exanainer should inquire 
whether there should be a rejection under 35 U.S.C. § 102 or 103. The examiner 
shouJd determine whether the claimed nonfunctional descriptive material be given 
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patentable weight. The USPTO must consider all claim liinitations when detemunilig 
patentability of an invention over the prior art In re Giilack, 703 F.2d 1381, 1385, 
217 USPQ 401, 403-04 (Fed Cir, 1983). The USPTO may not disregard claim 
limitations comprised of printed matter. See Gulack , 703 F.2d at 1384, 217 USPQ at 
403; see also Diehr, 450 U.S. at 191, 209 USPQ at 10. However, the examiner need 
not give patentable weight to printed matter absent a new and unobvious functional 
relationship between the printed matter and the substrate. See In re Lowrv. 32 F.3d 
1579, 1583-84, 32 USPQ2d 1031, 1035 (Fed. Cir. 1994); InreNgai, 367 F.3d 1336, 
70 USPQ2d 1862 (Fed. Cir. 2004). 

(a) Fimctional Descriptive Material: "Data Structures^ Rcprfeseutiug 
Descriptive Material Per Se qt Computer Programs Representing 
Computer Listijags Per Se 

Data structures not claimed as embodied in computer-readable media are descriptive 
material perse and are not statutory because they are not capable of causing 
functional change In the computer. See, e.g., Warmerdatn. 33 F.3d at isei^ 31 
USPQ2d at 1760 (claim to a data structure perse held nonstatutory). Such claimed 
data structures do not dejfxne any structural and functional interrelationships between 
the data structure and other claimed aspects of the invention which permit the data 
structure's functionality to be realized. In contrast, a claimed computer-readable 
medium encoded with a data structure defines structural and functional 
interrelationships between the data structure and the computer software and hardware 
components which permit the data structure's functionality to be realized, and is thus 
statutory. 
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Similarly, computer programs claimed as computer listings gcr sc^ i.e., the 
descriptions or expressions of the programs, are not physical "things." They are 
neither computer components nor statutory processes, as they are not "acts" being 
performed. Such claimed computer programs do not dej&ae any structural and 
functional interrelationships between the computer program and other claimed 
elements of a computer which pennit the computer program's fimctionahty to be 
realized. In contrast, a claimed computer-readable mediiim encoded with a computer 
program is a computer element which defines structural and functional 
interrelationships between the computer program and the rest of the computer which 
permit the computer program's functionahty to be realized, and is thus statutory. See 
Lowry, 32 F.3d at 1583-84, 32 USPQ2d at 1035. Accordingly, it is important to 
distinguish claims that define descriptive material per se from claims that define 
statutory inventions. 

Computer programs are often recited as part of a claim. USPTO persormel should 
determine whether the computer program is being claimed as part of an otherwise 
statutory manufacture or machine. In such a case, the claim remains statutory 
irrespective of the fact that a computer program is included in the claim. The same 
result occurs when a computer program is used in a computerized process where the 
computer executes the instructions set forth in the computer program. Only when the 
claimed invention taken as a whole is directed to a mere program listing, i^e.^ to only 
its description or expression, is it descriptive material per se and hence nonstatutory. 
Since a computer program is merely a set of instructions capable of being executed by 
a computer, the computer program itself is not a process and USPTO personnel 
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should treat a claim for a computer program, without the computer-readable medium 
needed to realize the computer program's functionality, as nonstatutory functional 
descriptive material. When a computer program is claimed in a process where the 
computer is executing the computer program's instructions, USPTO personnel should 
treat the claim as a process claim. See paragraph IV.B.2(b), below. When a computer 
program is recited in conjunction with a physical structure, such as a computer 
memory, USPTO personnel should treat the claim as a product claim. See paragraph 
IV.B.2(a), below. 

(b) Nonfunctional Descriptive Material 

Nonfunctional descriptive material that does not constitute a statutory process, 
machine, manufacture or composition of matter and should be rejected under 35 
U-S.C. § lOL Certain types of descriptive material, such as music, literature, art, 
photographs and mere arrangements or compilations of facts or data, without any 
functional interrelationship is not a process, machine, manufacture or composition of 
matter, USPTO personnel should be prudent in applying the foregoing guidance. 
Nonfunctional descriptive material may be claimed in combination with other 
functional descriptive multi-media material on a computer-readable medium to 
provide the necessary functional and structural interrelationship to satisfy the 
requirements of 35 U.S.C, § lOL The presence of the claimed nonfimctional 
descriptive material is not necessarily determdnative of nonstatutory subject matter. 
For example, a computer that recognizes a particular grouping of musical notes read 
fix>m memory and upon recognizing that particular sequence, causes another defined 
series of notes to be played, defmes a functional interrelationship among that data and 
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